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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election of Group I in the reply filed on 1/5/09 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in 
the restriction requirement, the election has been treated as an election without traverse 
(MPEP § 818.03(a)). 

2. However, upon reconsideration of the restriction requirement, claims 1-16 have 
been examined, and the restriction requirement withdrawn. 

Specification 

3. The examiner acknowledges that where applicant acts as his or her own 
lexicographer to specifically define a term of a claim contrary to its ordinary meaning, 
the written description must clearly redefine the claim term and set forth the 
uncommon definition so as to put one reasonably skilled in the art on notice that the 
applicant intended to so redefine that claim term. Process Control Corp. v. HydReclaim 
Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999). The term "cocoa taste 
enhancer" in claims 2-14 is used by the claim to mean "a water soluble cocoa extract" 
(as set forth in [0021] of the PGPUB of the instant application), while the generally 
accepted meaning is "a product such as sugar or salt that is known to improve the taste 
properties of cocoa." 
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Claim Objections 

4. Claims 3, 8 and 16 are objected to because of the following informalities: 
'105' should be changed to 10 5 . Appropriate correction is required. 

5. Claim 5 is objected to because of the following informalities: '4' in line 2, should 
be removed. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 14-16 provide for the use of a concentrate or coffee machine, but, since the 
claims do not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is 
actually practiced. 

8. Claims 14-16 are rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical 
Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
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9. Claims 3 and 8 are rejected under 35 U.S.C. 112, second paragraph, as failing to 
set forth the subject matter which applicant(s) regard as their invention. The amount of 
concentrate capable of being solubilized by a maximum of 90 g of water is not given; 
therefore the scope of the claim is not ascertainable. 

10. Claims 4 and 9 are rejected under 35 U.S.C. 112, second paragraph, as failing to 
set forth the subject matter which applicant(s) regard as their invention. There are no 
units given for the density range claimed, therefore the scope of the claim is not 
ascertainable. 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. 



Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



13. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

14. Claims 1 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tinsley et al (EP 0449553 Al). 

15. Tinsley discloses a process for producing a chocolate drink comprising the steps 



coffee machine operating under percolation under pressure (column 3 lines 29- 
42, column 4, lines 29-36); 

b. Injecting water (column 3 lines 29-42, column 4, lines 29-36); and 



of; 



a. 



Inserting a capsule containing a concentrate of the chocolate drink into a 
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c. 



Recovering the chocolate drink (column 3 lines 29-42, column 4, lines 29- 



36). 



16. Although Tinsley does not explicitly disclose the concentration of cocoa in the 
beverage, it would have been obvious to one having ordinary skill in the art to adjust 
the cocoa concentration (for example by using more or less water or cocoa concentrate) 
to adjust the flavor for the intended purpose, since it has been held that discovering the 
optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

17. Regarding claim 15, in light of the above rejection to claim 1, Tinsley therefore 
discloses using a coffee machine operating by percolation under pressure for the 
manufacture of a chocolate drink containing at least 2 percent cocoa. 

18. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tinsley et 
al (EP 0449553 Al) as applied to claim 15, in further view of Halliday, US 2003/0033938 



19. Tinsley discloses the use of the coffee machine in claim 15, but fails to disclose 
using the pressure claimed. However, Halliday discloses that espresso type machines 
often operate at pressures of 6xl0 5 Pa or greater [0002]. It would have been obvious to 
one having ordinary skill in the art at the time of the invention to use the coffee machine 
to produce a cocoa beverage like the one disclosed by Tinsley using a higher pressure as 



Al). 
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disclosed by Halliday, as producing the beverage under a higher pressure incorporates 
gases into the beverage and creates a desirable foamed texture and appearance ([0007]). 

20. Claims 2,3,4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tinsley et al (EP 0449553 Al) in view of Fox (US #2,977,231) and Durrenmatt (US 
#2,380,158). 

21. Tinsley discloses the process of claim 1, but fails to explicitly disclose the 
composition of the beverage concentrate. 

22. However Fox discloses a beverage concentrate for producing a chocolate 
beverage comprising cocoa powder (Example 2). 

23. It would have been obvious to one having ordinary skill in the art to combine the 
process of Tinsley with the use of a cocoa powder containing beverage concentrate like 
the one disclosed by Fox, because such a concentrate contains a higher cocoa content 
than conventional syrups and is capable of easily dissolving in liquid (column 2, lines 1- 
14). 

24. Tinsley and Fox fail to explicitly disclose incorporating a cocoa taste enhancer 
into the concentrate. However Durrenmatt discloses a water soluble cocoa extract 
(cocoa taste enhancer), which can be incorporated into foods and ice cream mixes 
(column 1, lines 6-22). It would have been obvious to one having ordinary skill in the 
art to combine the process of Tinsley and Fox with the addition of a cocoa taste 
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enhancer as disclosed by Durrenmatt because such a taste enhancer incorporates highly 
soluble and sediment free (column 1, lines 1 — 15) flavor containing all cocoa flavorings 
except for fat (column 2, lines 27-36). 

25. Regarding claim 3, the concentrate disclosed by Fox is 63.25 Brix (Example 1), 
which is 63.25% solids on a weight basis. The addition of a cocoa extract like the one 
disclosed in Durrenmatt will slightly increase said solids percentage. 

26. In response to the limitation 'completely solubilized by the passage, at a 
temperature of 60-70 C and at a maximum pressure of 6 xlO 5 Pa, of a maximum 90 g of 
water', a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

27. Additionally, the process of Tinsley calls for passing water at a pressure of 10 5 Pa 
(column 2, lines 36-45). Further, the concentrate of Fox is completely solubilized in 
liquids of seemingly cooler (as milk is also disclosed as a liquid) temperatures (column 
1, lines 65-71), therefore it would also be solubilized at the higher temperature, since 
solubility increases with temperature. The temperature could further be adjusted to 
achieve the desired mouthfeel of the drink for the intended purpose, since it has been 
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held that discovering the optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

28. Regarding claim 4, given the unitless nature of the density range in the claim, 
and the fact that for most liquids density and specific gravity are similar values, the 
specific gravity of 1.306 (example 2) disclosed for the syrup of Fox is considered to meet 
the claim. 

29. Regarding claim 6, the concentrate of Fox is in liquid form (column 1, line 72- 
column 2, line 15 (syrup),example 2) 

30. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tinsley et 
al (EP 0449553 Al) in view of Fox (US #2,977,231) and Durrenmatt (US #2,380,158) as 
applied to claim 3 above, in further view of Smith (US # 3,385,714). 

31. Tinsley, Fox, and Durrenmatt disclose the process of claim 3, but fail to disclose 
using a concentrate with the claimed viscosity. However, Smith discloses the 
incorporation of colloidal seaweed extracts and vegetable gums to chocolate based 
drink mixes as a means of controlling the viscosity of the beverage (column 1, line 70- 
column 2, line 15). It would have been obvious to one having ordinary skill in the art to 
increase the viscosity of the concentrate disclosed in Fox, Tinsley and Durrenmatt by 
adding a viscosity control agent as disclosed by Smith, as increasing the viscosity of the 
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concentrate will allow for a thicker and more desirable texture to the final product, 
rather than a watery one (column 1, lines 30-40). 

32. Further, given the teachings of Tinsley, Fox, Durrenmatt, and Smith, it would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
adjust the viscosity of the drink concentrate in order to achieve the texture desired in 
the drink concentrate (and therefore the beverages produced from it) for the intended 
application, since it has been held that discovering the optimum value of a result 
effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 
USPQ 215 (CCPA 1980). 

33. Claims 7-9,11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fox 
(US #2,977,231) in view of Durrenmatt (US #2,380,158). 

34. Regarding claim 7, Fox discloses a beverage concentrate containing cocoa 
powder (Example 2), but fails to disclose the addition of a cocoa taste enhancer. 
However Durrenmatt discloses a water soluble cocoa extract (cocoa taste enhancer), 
which can be incorporated into foods and ice cream mixes (column 1, lines 6-22). It 
would have been obvious to one having ordinary skill in the art to combine the product 
Fox with the addition of a cocoa taste enhancer as disclosed by Durrenmatt because 
such a taste enhancer incorporates highly soluble and sediment free (column 1, lines 1 — 
15) flavor containing all cocoa flavorings except for fat (column 2, lines 27-36). 
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35. Regarding claim 8, the concentrate disclosed by Fox is 63.25 Brix (Example 1), 
which is 63.25% solids on a weight basis. The addition of a cocoa extract like the one 
disclosed in Durrenmatt will slightly increase said solids percentage. 

36. In response to the limitation 'completely solubilized by the passage, at a 
temperature of 60-70 C and at a maximum pressure of 6 xlO 5 Pa, of a maximum 90 g of 
water', a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

37. Further, the concentrate of Fox is completely solubilized in liquids of seemingly 
cooler (as milk is also disclosed as a liquid) temperatures (column 1, lines 65-71) at 
atmospheric pressure, therefore it would be solubilized at the higher temperature, since 
solubility increases with temperature. 

38. Regarding claim 9, given the unitless nature of the density range in the claim, 
and the fact that for most liquids density and specific gravity are similar values, the 
specific gravity of 1.306 (example 2) disclosed for the syrup of Fox is considered to meet 
the claim. 

39. Regarding claim 11, the concentrate of Fox is a syrup, thereby in liquid form 
(column 1, line 72-column 2, line 15, example 2). 
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40. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fox (US 
#2,977,231) in view of Durrenmatt (US #2,380,158) as applied to claim 8, in further view 
of Smith (US # 3,385,714). 

41. Fox and Durrenmatt disclose the product of claim 8, but fail to disclose using a 
concentrate with the claimed viscosity. However, However, Smith discloses the 
incorporation of colloidal seaweed extracts and vegetable gums to chocolate based 
drink mixes as a means of controlling the viscosity of the beverage (column 1, line 70- 
column 2, line 15). It would have been obvious to one having ordinary skill in the art to 
increase the viscosity of the concentrate disclosed in Fox and Durrenmatt by adding a 
viscosity control agent as disclosed by Smith, as increasing the viscosity of the 
concentrate will allow for a thicker and more desirable texture to the final product, 
rather than a watery one (column 1, lines 30-40). 

42. Further, given the teachings of Fox, Durrenmatt, and Smith, it would have been 
obvious to one having ordinary skill in the art at the time of the invention to adjust the 
viscosity of the drink concentrate in order to achieve the texture desired in the drink 
concentrate (and therefore the beverages produced from it) for the intended application, 
since it has been held that discovering the optimum value of a result effective variable 
involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 
1980). 
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43. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fox (US #2,977,231) in view of Durrenmatt (US #2,380,158) as applied to claim 7, in 
further view of Tinsley (EP 0449544 Al). 

44. Fox and Durrenmatt disclose the product of claim 7, but fail to disclose that it is 
incorporated into a coffee machine operating by percolation under pressure. 

45. However, Tinsley discloses a capsule for use in a coffee machine that operates by 
percolation under pressure which contains a liquid chocolate concentrate (column 1, 
lines 6-16, column 2, lines 6-11, column 4, lines 20-36). 

46. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to insert the chocolate concentrate of Fox and Durrenmatt into a capsule 
as disclosed by Tinsley, because the capsule of Tinsley is a package which improves the 
dissolution or slurrying of liquid comestibles (column 2, lines 6-11). 

47. Regarding claim 13, Tinsley fails to explicitly disclose the volume of the capsule; 
however, it would have been obvious to one having ordinary skill in the art at the time 
of the invention to adjust the volume of the capsule based on the size and desired 
concentration of cocoa in the final beverage desired for the intended purpose, since it 
has been held that discovering the optimum value of a result effective variable involves 
only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 
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Conclusion 

48. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. WO 96/34535 is cited as an 'X' reference against claims 7 and 14, 
but was not applied as the product disclosed does not contain a cocoa taste enhancer as 
defined by the instant specification. EP 1 190 959 is cited as an 'X' reference against 
claim 1, but was not cited as the copy provided is in French. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANDREW KRAUSE whose telephone number is 
(571)270-7094. The examiner can normally be reached on 7:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie Shosho can be reached on (571)272-1123. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ANDREW KRAUSE/ 
Examiner, Art Unit 1794 

/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



